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Opi ni on by Bucher, Adm nistrative Tradenmark Judge:

Spy Optic, Inc., seeks registration on the Principal

Regi ster for the mark shown bel ow
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for “wearing apparel, nanely, T-shirts, shirts, shorts, pants,
sweat shirts, sweatpants, hats, visors, shoes, sandals and
belts,” in International C ass 25.

The Trademark Examining Attorney issued a final refusal
to register based upon Section 2(d) of the Trademark Act, 15
U S. C. 81052(d), on the ground that applicant’s “SPY and
desi gn” mark, when used on its goods, so resenbles the mark,

FASHI ON SPY!, which is registered for “clothing, nanely tops,

skirts, shorts, skorts, pants, shirts, dresses, junpers,

jackets,” as to be likely to cause confusion, or to cause
m st ake, or to deceive.?

Applicant has appeal ed the final refusal to register.
Briefs have been filed, but applicant did not request an ora
hear i ng.

W affirmthe refusal to register.

Applicant argues that the two marks are different as to
si ght, sound and connotation, and that these collective
dissimlarities weigh against a finding of |ikelihood of
confusion. Applicant also argues that its itenms of wearing

apparel are different fromthose |listed by registrant, as its

goods are associated with extrene sporting events. As such,

! Application Serial Nunber 76/254,679, filed on May 9, 2001,
based upon an allegation of use in commerce since at |east as early
as Decenber 1997

2 Regi stration No. 1,981, 264 issued on the Principal Register on
June 18, 1996, Section 8 affidavit has been accepted.
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applicant contends that they nove in different channels of
trade. Furthernore, applicant argues that the all owance of

regi strant’s FASHI ON SPY! mark for clothing over applicant’s
SPY mark for sungl asses shows that the United States Patent

and Trademark O fice has already nmade the determnation that
there is no |ikelihood of confusion between the word portions
of the marks at issue herein.

By contrast, the Trademark Exam ning Attorney argues that
confusion is likely when these respective nmarks, both having
the arbitrary term “Spy” as their predom nant el enent, are
applied to the identified goods, which are in part identical.

In the course of rendering this decision, we have

foll owed the guidance of In re E. I. du Pont de Nenours & Co.

476 F.2d 1357, 1362, 177 USPQ 563, 567-68 (CCPA 1973). This
case sets forth the factors, which if relevant evidence is of
record, nust be considered in determning |ikelihood of
confusion. 1In any |ikelihood of confusion analysis, two key
factors are the simlarities between the nmarks and the

simlarities between the goods. Federated Foods, Inc. v. Fort

Howar d Paper Co., 544 F.2d 1098, 192 USPQ 24 (CCPA 1976).

We turn first to an exam nation of the goods. As noted
by the Trademark Exam ning Attorney, some of the clothing
itens identified in the application and registration are

identical (e.g., shirts, shorts and pants). Yet applicant has
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encl osed copi es of webpages denonstrating that its goods are
associated with “extrene sporting events such as surfing, dirt
bi ke riding, snow boarding, notor cross (sic), free skiing,
skating and the like.” (applicant’s appeal brief, p. 19;
response to O fice Action dated February 20, 2002, Exhibits A
— C. \VWile these webpages clearly do reveal a focus on such
sports, there is no such limtation in the identification of
goods in the application. Hence, we nust consider sone of
these |isted goods to be legally identical, and the others to
be closely related. Moreover, based upon the application and
the cited registration, we nust also presune that the goods of
regi strant and of applicant will nove in the sanme channel s of
trade to the sane classes of ordinary consuners.

Turning then to the marks, as our principal review ng
court, the Court of Appeals for the Federal G rcuit, has
poi nted out, “[w] hen marks woul d appear on virtually identical
goods or services, the degree of simlarity necessary to
support a conclusion of likely confusion declines.” Century

21 Real Estate Corp. v. Century Life of Anmerica, 970 F.2d 874,

23 USPQ@d 1698, 1700 (Fed. Cir. 1992).
As applied to clothing, the word “fashi on” nust be deened
to be at |least highly suggestive. On the other hand, the word

“spy” is an arbitrary designation for these itens of clothing.
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Accordingly, in spite of the extra word in registrant’s mark,
t he single strongest source indicator therein is the word SPY.

As to the simlarity in connotation, both marks create
i magery tied to the generally understood, dictionary nmeaning
of the word “spy.” Hence, in spite of applicant’s argunents
to the contrary, both “Fashion Spy” and “Spy,” as applied to
items of clothing, connote clandestine activities, such as
wat chi ng soneone (or something) in secret.

The word “fashion” at the beginning of registrant’s mark
and the exclamation point at its ending are insufficient to
di stinguish the two nmarks when they are applied to identica
and closely related goods. Simlarly, the presence of
applicant’s shield design does create a sonewhat different
appearance, but we find that this too is insufficient to
di stinguish the two marks as to overall commerci al
| Npr essi ons.

In finding that the marks are simlar, we have kept in
mnd the fallibility of human nenory over tine and the fact
that the average consuner retains a general, rather than a
specific, inpression of trademarks encountered in the
mar ket place. Further, we note that the record is devoid of
any evidence of third-party uses of other “SPY’ marks for

goods simlar to the types of goods involved in this case.
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In support of applicant’s position that the “shield”
design is a promnent part of its mark, applicant has pointed
toits earlier registration for sungl asses, for the nark shown

bel ow:

We accept that applicant considers this natter to be a
separate source indicator for its sunglasses. However, when
this device becones a carrier for applicant’s SPY mark (in the
instant case, the interior area of the cross is darkened wth
the words presented as contrasting white letters against a
bl ack background), and is applied to itens of clothing, the
“shiel d” design per se becones |less inportant as a source
i ndicator. Cenerally, the addition of a background devi ce not
easily described will not obviate confusion created by simlar
word marks. Rather, we agree with the Trademark Exam ning

Attorney that the word SPY is the dom nant portion of the mark

and the portion that will be relied upon by consuners in

3 Reg. No. 2,157,268, issued on the Principal Register on May 12,
1998, claimng dates of first use of Cctober 1996 on “sungl asses” in
I nternational C ass 9.
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calling for the goods in the marketplace, or in recomendi ng
the goods to others. As a general rule, design elenents of a
mark are of |esser inport, because it is the word portion of a
mar k, rather than any design feature, unless highly
distinctive, which is nore likely to be renmenbered and relied
upon by customers in calling for the goods. See Ceccato v.

Mani fattura Lane Gaetano Marzotto & Fugli S.p. A, 32 USPQ2d

1192 (TTAB 1994).

As to applicant’s argunment that the United States Patent
and Trademark O fice has already nade the determ nation that
there is no |ikelihood of confusion between the word portions
of the marks at issue herein, we disagree with this
conclusion. Gven the cunul ative differences in the
respective goods (sungl asses versus clothing), when conbi ned
with the various differences applicant points out in the
respective marks, it would have been extrenely difficult for a
Trademar k Exam ning Attorney to have refused registrant’s

FASH ON SPY! mark for clothing based solely upon applicant’s
SPY mark for sunglasses. Unfortunately (from applicant’s

perspective), registrant adopted its mark for clothing itens
in International O ass 25 before applicant expanded to these

“col l ateral ” goods.

Decision: The refusal to register is affirned.



